REMARKS 

Claims 1-20 are pending in this application. At the outset, Applicants wish to thanJc the 
Examiner for the courtesies extended at the Interview held on September 22, 2006, where 
various Amendments were discussed to avoid the outstanding rejections. Applicants also note 
that the Examiner has not issued a rejection under §102 or §103 with respect to claim 10, 
however, the Examiner has also not indicated that the claim is in allowable form. For the 
purpose of this Response, Applicants will assume that claim 10 is rejected under Paragraph 8 of 
the Office Action. 

By this Amendment, claims 1,13, and 19 have been amended to more particularly point 
out and distinctly claim the present subject matter. Support for this amendment can be found in 
the claims as originally filed. Claim 14 has been amended to reflect an amendment listed in the 
Preliminary Amendment to this Application filed March 9, 2005; however, the claim status in 
claim 14 of the Preliminary Amendment was inadvertently listed as "original." No new matter 
has been added as a result of this Amendment. 

Included with this Amendment is a Rule 132 Declaration by Dr. Giampiero Morini, 
attached as ATTACHMENT A. 

Claim Objections 

Applicants have amended claims 1,13, and 19 as suggested by the Examiner. 
Reconsideration and withdrawal of the Objection respectfully is requested. 

Claim Rejections 

Rejections Under 35 U.S,C $112 

A. Response to rejection of claims 1-20 under 35 U.S.C. SI 12, second paragraph, as 
being indefinite . 

In response to the rejection of claims 1-20 under 35 U.S.C. §112, second paragraph, as 
being indefinite, Applicants have amended claims 1,13, and 19 to more clearly point out the 
precipitation step (c). Reconsideration and withdrawal of the rejection respectfully is requested. 
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Rejections Under 35 U,S.C. ^ 103 

B. Response to rejection of claims 1-9 and 13-20 as being unpatentable over Mao et al. 
in view of Kioka et aL 

In response to the rejection of claims 1-9 and 13-20 under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 4,784,983 of Mao et al. ("Mao") in view of U.S. Patent No. 
5,726,262 of Kioka et al. ("Kioka"), Applicants submit that a prima facie case of obviousness 
has not been made out. 

With respect to the rejection xmder §103, in order to establish a prima facie case of 
obviousness, the Examiner must establish all three of the following essential criteria: (1) the 
cited reference must teach or suggest each of the claimed elements (MPEP §2143.03); (2) there 
must be a motivation in the cited prior art to modify the reference as suggested by the Examiner 
(MPEP §2143.01); and (3) the cited reference must provide a basis for a reasonable expectation 
for success (MPEP 2143.02). The motivation to modify and the reasonable expectation for 
success must come from the cited prior art and not the Applicants' specification. Further, it is 
not enough that a reference can be modified absent a suggestion in the cited prior art to 
undertake such modification (MPEP §2143.01). 

As acknowledged by the Examiner, Mao's disclosure does not disclose a solid catalyst 
component containing a succinate, as recited in the current claims. However, the Examiner has 
nevertheless utilized the teaching of Kioka to allegedly overcome the deficiencies of Mao, 
stating that: 

[a]s an intemal electron donor, the use of a succinate is 
exchangeable with and equivalent to the use of diisobutyl phthalate. 
Thus, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to use succinate to replace 
diisobutyl phthalate and thereby obtain the present invention. 
(Office Action, page 5, lines 2-5). 

Applicants maintain that, as discussed in Dr. Morini's declaration, phthalate-based and 
succinate-based electron donors are not interchangeable or equivalent in terms of reactivity with 
TiCU, aluminum alkyls, or with their capability of modulating catalyst active sites, so that there 
is no basis for making the suggested substitution. 
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Merely because one could have produced a solid catalyst component prepared as in the 
recited claims does not mean that the solid catalyst component would have been obvious. The 
Examiner has not demonstrated where in the cited reference there is a suggestion to modify the 
reference to arrive at the claimed solid catalyst component made by the recited process, and why 
one would modify the teaching of the reference to produce such a solid catalyst component. The 
kind of suggestion which would strongly motivate one to modify the teaching of the reference. 
As such, the Examiner appears to be utilizing an "obvious to use" rationale for modifying Mao, 
which is not the proper standard under §103. Merely because one could have or would have 
been able to modify Mao to arrive at the catalyst component as prepared in the recited claims 
does not mean that the claimed catalyst component would have been obvious. As is well settled, 
what may be "within the capabilities" of one of ordinary skill in the art, is not synonymous with 
obviousness. Ex parte Levengood, 28 USPQ2d 1300, 1301 (BPAI 1993). 

Second, as discussed above, since succinates are not interchangeable with phthalates as 
electron donors, there would be no reasonable expectation of success at making the 
modifications proposed by the Examiner since there would be no predictability as to its outcome. 
Therefore, none of the elements of a prima facie case of obviousness have been made out by the 
Examiner. 

However, even if a prima facie case of obviousness had been made out. Applicants have 
overcome such a case by demonstrating unexpected positive results. As summarized in Dr. 
Morini's declaration, the polymerization yields of Mao, utilizing phthalates as electron donors 
are only equal to or lower than those of U.S. Patent No. 6,127,304 of Sacchetti et al. 
("Sacchetti"), which is submitted as evidence of what one skilled in the art would recognize as 
representative of propylene polymerizations using diisobutylphthalate as an internal electron 
donor, and a magnesium-ethanol adduct. Therefore, based on Mao and Sacchetti, one skilled in 
the art would expect that in transitioning from a polymerization such as that conducted in the 
presence of the succinate-based catalysts according to WO 00/63261 of Morini et al. ("Morini- 
261") (which are prepared according to the Sacchetti method), to a polymerization such as that 
conducted in the presence of the succinate-based catalyst according to the present application 
(that are prepared according to the Mao method), polymerization yields would be equal or lower. 
However, as demonstrated in examples of 2, 3, 4, and 5 of the present specification compared to 
examples 2, 8, 10, and 1 1 of Morinia-261, and as recited in Dr. Morini's declaration. 
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polymerization yields for the catalyst components as prepared in the recited claims unexpectedly 
increase. 

Reconsideration and withdrawal of the rejection respectfully is requested. 

C. Response to rejection of claims 1 1-12 as being unpatentable over Mao in view of 
Kioka. and further in view of Morini-26L 

In response to the rejection of claims 1 1-12 under 35 U.S.C. 103(a) as being 
unpatentable over Mao in view of Kioka, and further in view of Morini-261, Applicants submit 
that a prima facie case of obviousness has not been made out. 

The deficiencies of Mao and Yang have been discussed above. Morini-261 does not 
remedy the deficiencies of Mao and Yang. In particular, Applicants respectfully incorporate the 
comments made above regarding the "obvious to use" standard employed by the Examiner, so 
that a prima facie case of obviousness has not been made. Further, as discussed above and as 
recited in Dr. Morini's declaration, examples 2, 3, 4, and 5 of the present specification are 
comparable to examples 2, 8, 10 and 1 1 of Morini-261, so that the corresponding yield 
improvements demonstrate unexpected positive results that would overcome any prima facie 
case of obviousness. Reconsideration and withdrawal of the rejection respectfully is requested. 

Applicants respectfully request that a timely Notice of Allowance be issued in this case. 
Should the Examiner have questions or comments regarding this application or this Amendment, 
Applicant's attomey would welcome the opportxmity to discuss the case with the Examiner. 

The Commissioner is hereby authorized to charge U.S. PTO Deposit Account 08-2336 in 
the amoxmt of any fee required for consideration of this Amendment. 
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This is intended to be a complete response to the Office Action mailed May 4, 2006. 



Respectfully submitted, 



William R. Reid 
Registration No. 47,894 
Attorney for Applicant 

I hereby certify that this correspondence is being deposited with 
sufficient postage thereon with the United States Postal Service as first 
class mail in an envelope addressed to: Mail Stop Amendment, 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 
on October 20, 2006. ^ 




Date of Signature 



Basell USA Inc. 
912 Appleton Road 
Elkton, MD 21921 

Attorney's Telephone No.: 410-996-1783 
Attorney's Fax No.: 410-996-1560 
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